PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of ) 

) Group Art Unit: 1656 
David H. REIF SNYDER et al. ) 

) Examiner: Carlson, Karen C. 
Serial No.: 10/753,078 ) 

) Atty.Dkt.No.: 012441.00050 (51 486-US-NP) 
Filed: January 8, 2004 ) 

CONFIRMATION NO. 6550 

For: Improved Method of Purifying TFPI and TFPI Analogs 

REQUEST FOR RECONSIDERATION OF PATENT TERM ADJUSTMENT 
UNDER 37 C.F.R. $ 1.705(b) 

U.S. Patent and Trademark Office 
401 Dulany Street 
Alexandria, VA 22314 

Sir: 

According to 37 C.F.R. § 1.705(b), Applicants hereby request a patent term adjustment 
under 35 U.S.C. § 154(b) of 360 days for the above-captioned patent application. This Request 
is being filed with the payment of the issue fee, as provided in 37 C.F.R. § 1.705(b). 



• A copy of the Patent Term Adjustment History for the above-captioned patent 
application, as downloaded from the public Patent Application Information Retrieval 
(PAIR) system, accompanies this Request. 



(1) Fee 

According to 37 C.F.R. § 1.705(b)(1), please charge the $200 fee set forth in 37 C.F.R. § 
1.18(e) to our Deposit Account No. 19-0733. Please debit or credit our Deposit Account No. 19- 
0733, as needed, for any additional fees or overpayment. 
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(2) Statement of the Facts Involved 

(i) Correct Patent Term Adjustment 

Page 3 of the Notice of Allowance mailed March 12, 2010 indicates a patent term 
adjustment of 0 days, but the correct patent term adjustment is 360 days, based on the following 
facts: 

Patent Term Adjustment History 

The accompanying Patent Term Adjustment History, obtained from the public Patent 
Application Information Retrieval (PAIR) system, provides the basis for the incorrect 0-day 
patent term adjustment, as determined by the US Patent Office. In particular, page 2 of 3 of this 
document attributes 94 days of applicant delay to the filing of an Information Disclosure 
Statement (IDS) on February 16, 2006. However, there are no grounds under 37 C.F.R. § 
1.704 for reducing the period of adjustment due to the filing of this IDS. 

Case Law 

In Wyeth v. Dudas, 2008 U.S. Dist. LEXIS 76063 (D.D.C. 2008), the District Court 
of the District of Columbia addressed the United States Patent and Trademark Office (USPTO) 
interpretation of 35 U.S.C. § 154(b)(2), concerning time periods used to calculate patent term 
adjustment. The Court granted summary judgment in favor of Wyeth, determining that the 
USPTO misconstrued the first sentence of 35 U.S.C. § 154(b)(2)(A), and as a result, improperly 
denied Wyeth a portion of patent term to which Wyeth was entitled under 35 U.S.C. § 154. 

In the opinion, the Court stated that "the PTO's view is that any administrative delay 
under 35 § 154(b)(1)(A) overlaps any 3-year maximum pendency delay under 35 § 154(b)(1)(B): 
the Applicant gets credit for 'A delay' or for 'B delay,' whichever is larger, but never A + B." 
However, Plaintiff Wyeth argued that the § 154(b)(2)(A) and § 154(b)(2)(B) period overlap only 
if they occur on the same calendar day or days. The court determined that Wyeth 's construction 
of § 154(b)(2) was correct. 
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Simply put, the holding of the Court is that the excluded overlap recited in the first 

sentence of 35 U.S.C. § 154(b)(2)(A) only occurs if a 35 U.S.C. § 154(b)(1)(A) period and a 35 

U.S.C. § 154(b)(1)(B) period run concurrently. As such, a patent holder is entitled to recoup the 

35 U.S.C. § 154(b)(1)(A) period that falls outside of the 35 U.S.C. § 154(b)(1)(B) period in 

addition to the 35 U.S.C. § 154(b)(1)(B) period itself. 

(ii) Relevant Dates as Specified in 37 C.F.R. §§ 1.703(a) through (e) 

A. Period of Adjustment under 37 C.F.R. § 1.703(a) 

According to 37 C.F.R. § 1.703(a), the period of adjustment is the sum of periods set 
forth under 37 C.F.R. § 1.703(a)(1) through 37 C.F.R. § 1.703(a)(6). 
37 C.F.R. § 1.703(a)(1) 

The date on which the application was filed under 35 U.S.C. § 111(a) is January 8, 
2004. An action under 35 U.S.C. § 132, namely a Restriction Requirement, was mailed on 
November 1, 2005. The period of adjustment under 37 C.F.R. § 1.703(a)(1) is "The number of 
days, if any, in the period beginning on the day after the date that is fourteen months after the 
date on which the application was filed under 35 U.S.C. § 11 1(a).. .and ending on the date of 
mailing of... an action under 35 U.S.C. § 132..." 

The Period of Adjustment under 37 C.F.R. § 1.703(a)(1) is therefore 238 days 
running from March 9, 2005 to November 1, 2005. 

37 C.F.R. § 1.703(a)(2) 

A response to a non-final action under, or reply under 37 C.F.R. § 1.111, was filed on 
May 23, 2008 and an action under 35 U.S.C. § 132, namely a non-final rejection, was mailed on 
October 7, 2008. The period of adjustment under 37 C.F.R. § 1.703(a)(2) is "The number of 
days, if any, in the period beginning on the day after the date that is that is four months after the 
date a reply under § 1.111 was filed and ending on the date of mailing of... an action under 35 
U.S.C. 132..." 
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The Period of Adjustment under 37 C.F.R. § 1.703(a)(2) is therefore 14 days running 
from September 24, 2008 to October 7. 2008. 

The sum of the periods under 37 C.F.R. § 1.703(a)(1) through 37 C.F.R. § 1.703(a)(6) 
is the sum of 238 days under 37 C.F.R. § 1.703(a)(1) and 14 days under 37 C.F.R. § 1.703(a)(2). 
The period of adjustment under 37 C.F.R. $ 1.703(a) is therefore 252 days, running from 
March 9. 2005 to November 1. 2005 and from September 24. 2008 to October 7, 2008. 

B. Period of Adjustment under 37 C.F.R. $ 1.703(b) 

As indicated above, the date on which the application was filed under 35 U.S.C. § 
1 1 1(a) is January 8, 2004. A Request for Continued Examination under 35 U.S.C. § 132(b) was 
filed December 23, 2007. According to 37 C.F.R. § 1.703(b), "The period of adjustment... is the 
number of days, if any, in the period beginning on the day after the date that is three years after 
the date on which the application was filed under 35 U.S.C. § 1 1 1 (a). . .and ending on the date a 
patent was issued, but not including... (1) The number of days, if any, in the period beginning on 
the date on which a request for continued examination of the application under 35 U.S.C. § 
132(b) was filed and ending on the date the patent was issued." 

A patent has not yet issued. However, regardless of the date the patent issues, the 
period of adjustment under 37 C.F.R. § 1.703(b) is the period beginning on the day after the date 
that is three years after the date on which the application was filed under 35 U.S.C. § 1 1 1(a) and 
ending on the date on which a request for continued examination of the application under 35 
U.S.C. § 132(b) was filed. The period of adjustment under 37 C.F.R. $ 1.703(b) is therefore 
349 days running from January 9, 2007 to December 23, 2007 . 
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C. Adjustment as Specified in 37 C.F.R. § 1.703(f) to which the Patent is Entitled 

Under 37 C.F.R. § 1.703(f), "The term of a patent entitled to adjustment under 
§ 1.702 and this section shall be adjusted for the sum of the periods calculated under paragraphs 
(a)-(e) of this section, to the extent that such periods are not overlapping, less the sum of the 
periods calculated under 37 C.F.R. § 1.704." 

The sum of the periods under paragraphs (a)-(e) of 37 C.F.R. § 1.703 is the sum of 
252 days under 37 C.F.R. § 1.703(a) and 349 days under 37 C.F.R. § 1.703(b), or 601 days. 
These periods do not overlap during any calendar days, i.e., there is no overlapping period. 
Therefore, the non-overlapping sum of the periods under paragraphs (a)-(e) of 37 C.F.R. § 1.703 
is 601 days. Also, as noted above, the adjustment is further reduced by the sum of the periods 
calculated under 37 C.F.R. § 1.704. The sum of these periods, detailed below, is 241 days. 

Therefore, the adjustment under 37 C.F.R. § 1.703(f) to which the patent is entitled is 
601 days minus 241 days or 360 days . 

(iii) Terminal Disclaimer 

The application is not subject to a Terminal Disclaimer. 

(iv) (A) Circumstances under 37 C.F.R. § 1.704 

Under 37 C.F.R. § 1.704(b), "...the period of adjustment set forth in § 1.703 shall be 
reduced by the number of days, if any, beginning on the day after the date that is three months 
after the date of mailing or transmission of the Office communication notifying the applicant of 
the rejection, objection, argument, or other request and ending on the date the reply was filed." 
The following periods are therefore relevant with respect to 37 C.F.R. § 1.704: 

(1) The period of 62 days from April 25, 2007 to June 25, 2007, namely beginning on 
the day after the date that is three months after the January 24, 2007 mailing date of the Final 
Office Action and ending on the date the Notice of Appeal was filed; 
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(2) The period of 30 days from April 24, 2007 to May 23, 2008, namely beginning on 
the day after the date that is three months after the January 23, 2008 mailing date of the Non- 
final Office Action and ending on the date the reply was filed. 

(3) The period of 89 days from January 8, 2009 to April 6, 2009, namely beginning 
on the day after the date that is three months after the October 7, 2008 mailing date of the Non- 
final Office Action and ending on the date the reply was filed. 

(4) The period of 60 days from December 26, 2009 to February 23, 2010, namely 
beginning on the day after the date that is three months after the September 25, 2009 mailing 
date of the Final Office Action and ending on the date the reply was filed. 

The sum of the periods under 37 C.F.R. § 1.704 is therefore 241 days. This sum is 
used in determining the number of days of adjustment, set forth above, to which the patent is 
entitled under 37 C.F.R. § 1.703(f). 



Applicants therefore respectfully request reconsideration of the patent term adjustment of 
0 days, as indicated in the Notice of Allowance mailed August 20, 2009. The correct patent term 
adjustment is 360 days, for the detailed reasons stated above. 

Please continue to direct all correspondence in this application to Novartis Vaccines and 
Diagnostics, Inc. at the address provided for Customer No. 27476. 



Conclusion 



Respectfully submitted, 
Banner & Witcoff, Ltd. 



Date: June 14, 2010 




Benjamin C. Spehlmann 
Registration No. 45,649 



Customer No. 22907 
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If you need help: 

• Call the Patent Electronic Business Center at (866) 21 7-91 97 (toll free) or e-mail EBC@usDto.gov for 
specific questions about Patent Application Information Retrieval (PAIR). 

• Send general questions about USPTO programs to the USPTO Contact Center (UCC) . 

• If you experience technical difficulties or problems with this application, please report them via e-mail to 
Electronic Business Supp ort or call 1 800-786-9199. 
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